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DETAILED ACTION 
Double Patenting 

A rejection based on double patenting of the "same invention" type finds its support in the language of 35 
U.S.C. 101 which states that "whoever invents or discovers any new and useful process ... may obtain a patent 
therefor ..." (Emphasis added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 114 
USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by canceling or amending the 
conflicting claims so they are no longer coextensive in scope. The filing of a terminal disclaimer cannot overcome a 
double patenting rejection based upon 35 U.S.C. 101. 

Claim 1 is provisionally rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claim 1 of copending Application No. 10/729,213. This is a 
provisional double patenting rejection since the conflicting claims have not in fact been 
patented. Claim 1 is identical to claim of the copending application No. 10/729,213. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

Claim 1 is rejected under 35 U.S.C. 102(a) as being anticipated by Fridovich et 
al. (US 2002/0042407). 

Fridovich teaches the use of Managanese meso-tetrakis-N-alkyl-pyridinium 
based porphyrins (sheet 2) (Superoxidase dismutase (SOD) mimetics) in protection 
against damage to the eye due to sunlight, glaucoma and macular degeneration of the 
eye (p 3, para 0031, lines 10-12) and further teaches the use of SOD mimetics in the 
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treatment of arthritis, systemic hypertension, edema, pulmonary hypertension, septic 
shock etc. (p 4, para 0035, lines 7-1 0). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

Claim 1 is rejected under of 35 U.S.C. 103(a) as being unpatentable over Crapo 
etal. (WO 95/10185). 

Crapo et al. teaches the use of low molecular weight mimetics of SOD (p 16, 
lines 20-24, p 18, lines 1-22) as claimed (claim 1) in glaucoma, protection against 
damage to the eye due to sunlight and macular degeneration of the eye (p 28 , lines 17- 
21). The compound in the reference has methyl group bonded to nitrogen and the 
pyridine ring is attached to porphyrin in position 4 (p-23). Also, the reference teaches 
the substituent R3 in the compound (p 16) being preferably methyl or ethyl (p 19, line 
20). Adjacent homologs are considered to be obvious absent unexpected results (In re 
Henze, 85 USPQ 261, 263 CCPA 1950) and members of a homologous series must 
possess unexpected properties not possessed by the homologous compounds 
disclosed by the prior art. In re Mass, 141 F.2d 127, 60 USPQ 548 CCPA 1944. 
Compounds, which differ only in the placement of substituents in a ring system, are 
considered obvious variants absent of showing unexpected results. In re Jones, 162 
F.2d 638, 74 USPQ 152 (CCPA 1947). The reference further teaches the use of SOD 
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mimetics for treating arthritis, systemic hypertension, atherosclerosis, edema, septic 
shock, pulmonary hypertension, including primary pulmonary hypertension etc. (p 33, 
lines 27-30). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the claimed invention was made to use a compound with ethyl group attached to N 
in the pyridine ring and the bond from the pyridine ring to porphyrin in position 2 instead 
of position 4 to treat for conditions such as macular degeneration of the eye, retinal 
edema and diabetic retinopathy. The motivation to do so is provided by Crapo et al. to 
use low molecular weight SOD mimetics in the treatment of age related diseases such 
as AMD as they contribute to the pathogenesis of aging process. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Conclusion 

No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Umamaheswari Ramachandran whose telephone 
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number is 571-272-9926. The examiner can normally be reached on M-F 8:30 AM - 
5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan can be reached on 571-272-0629. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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